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8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 
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DETAILED ACTION 
Original Rejection 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim 29 is rejected under 35 U.S.C. 102(b) as being anticipated by Garcia et al. 
(USP 6,464,765). 

Garcia et al. teaches providing a ceramic frame work coating it with a solution 
comprising a saturated solution of soluble transition or rare earth metal salts which 
provide color, 2 to 7 parts by weight of polyethylene glycol, solvents such as water and 
alcohols, and firing the ceramic substrate to fix the metal on the ceramic (abstract, 
column 2, lines 13-64 column 3, line 16 to column 4, line 14), where the ceramic 
substrate is enriched with additives such as Zr0 2 and Al 2 0 3 (column 3, lines 65-66), and 
the composition after being added to the ceramic framework penetrates (adsorbs) up to 
about 2 mm into the surface (column 4, lines 20-25). 

Although, Garcia et al. does not teach the use of 10,000-50,000 Mn polyethylene 
glycol, this is a product by process limitation and since the polyethylene glycol will be 
driven off during the firing process, the resultant product will be expected to be similar 
absent any evidence to the contrary. 



Application/Control Number: 10/560,702 Page 3 

Art Unit: 1793 

Although, Garcia et al. does not teach the precise percent of metal in the 
solution, this is a product by process limitation and since the rest of the component will 
be driven off during the firing process, the resultant product will be expected to be 
similar absent any evidence to the contrary. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 27 and 30 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Garcia et al. (USP 6,464,765) as applied to claim 29 above and further in view of 
Williams et al. (USP 6,786,994). 

Although, Garcia et al. does not explicitly teach a metal salt, soluble in solvent in 
the range of 0.01-7% or polyethylene glycol having a Mn from 10,000-50,000, Garcia 
does teach the rest of the limitations of the claims. However, because Garcia et al. 
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teaches that humectants can be used, which benefit the composition by preventing 
premature drying of the solution (column 3, lines 51-64) and Williams et al. teaches 1-20 
wt% of a humectant that can be polyethylene glycol with a molecular weight from 100 to 
40,000 (column 14, lines 52-62), it would have been obvious to someone of ordinary 
skill in the art at the time the invention was made to combine the teachings of Garcia et 
al. with that of Williams et al. with a reasonable expectation of success and the 
expected benefit that the solution will not prematurely dry before firing. 

Although, the references are silent as to the weight percent of metal ions in the 
solution Garcia et al. teaches the use of saturated solutions, it is obvious to add as 
much metal ion as possible to increase the coloring properties of the solution (one of the 
problems with using solutions of metal salts is that the resulting coloration tends to be 
not intense Garcia et al. column 1 , lines 20-23, this is why Garcia et al. use a slurry of 
saturated metal salts/complexes and suspended particles of metal salts/complexes), 
However, it is well known that many salts and complexes of transition metals and rare 
earth metals are only sparingly soluble and often max out in the millimolar concentration 
range, which would be less than 7 wt% of metal ion relative to the composition. 

Claim 28 is rejected under 35 U.S.C. 103(a) as being unpatentable over Garcia 
et al. (USP 6,464,765) in view of Williams et al. (USP 6,786,994) as applied to claims 27 
and 29-30 above in further view of Schrewellus (USP 3,027,331 ). 

Although, Garcia et al. and Williams et al. do not explicitly disclose the use of a 
presintered ceramic framework, Garcia et al. and Williams et al. teach the rest of the 
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limitations of the claims. However, because Schrewellus teaches that sintering a 
ceramic increases it strength and allows it to retain its shape (column 15, lines 26-53), it 
would have been obvious to someone of ordinary skill in the art at the time the invention 
was made to combine the teachings of these references with a reasonable expectation 
of success and the expected benefit that the product formed will be stronger and more 
able to retain its shape during the coating and firing process. 

Response to Arguments 

Applicants argue that the data they present showing that one sample without 
PEG, one sample with PEG, and one sample without any treatment, show that Garcia 
cannot anticipate the claim. This is not persuasive because the question is not whether 
or nor Peg is beneficial in the production, but whether the specific molecular weight 
PEG is required, or whether the PEG of the reference would not be capable of 
producing such results. 

Applicants argue that claim 29 recites a specific metal content. This is not 
persuasive because applicants have failed to show that the same metal content would 
not be present in the final product and for the reasons given in the final rejection mailed 
11/28/2007. 
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Applicants argue that there is no reason to combine Garcia and Williams. This is 
not persuasive because Garcia teaches the use of a humectant, and Williams teaches 
that a humectant can be polyethylene glycol with a molecular weight from 100-40,000. 

Applicants argue that the reason for the reference using a humectant is to 
prevent drying before firing, whereas the instant invention uses a humectant to reduce 
distortion after firing. In response to applicant's argument above, the fact that applicant 
has recognized another advantage which would flow naturally from following the 
suggestion of the prior art cannot be the basis for patentability when the differences 
would otherwise be obvious. See Ex parte Obiaya, 227 USPQ 58, 60 (Bd. Pat. App. & 
Inter. 1985). 

Applicants remaining Arguments have been fully considered, but are not 
persuasive for the reasons given above, or in prior responses. 

Conclusion 

This is an RCE of applicant's earlier Application No. 10/560,702. All claims are 
drawn to the same invention claimed in the earlier application and could have been 
finally rejected on the grounds and art of record in the next Office action if they had 
been entered in the earlier application. Accordingly, THIS ACTION IS MADE FINAL 
even though it is a first action in this case. See MPEP § 706.07(b). Applicant is 
reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no, however, event will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JAMES E. MCDONOUGH whose telephone number is 
(571)272-6398. The examiner can normally be reached on 8:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on (571)272-1233. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/J .A. LORENGO/ 

Supervisory Patent Examiner, Art Unit 1793 
JEM 12/26/2008 



